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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
02/29/08 has been entered. 

Notice to Applicant 

2. This communication is in response to the RCE filed on 2/29/08. Claims 5-21 have 
been cancelled. Claims 1-4 and 23-26 have been amended. Claims 1-4 and 23-26 are 
pending. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-4 and 23-26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Halley et al (4,969,094) in view of Banks (2003/0018498) and further in view of 
Koresko, V (2006/0080148). 
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(A) As per claim 1 , Halley discloses a method which comprises the step of: investing 
at least a portion of one or more assets of a pension plan so as to acquire an ownership 
interest in a selected set of current, in-force life settlement contracts sold by by owners 
of the current, in-force life settlement contracts, wherein each of the set of current, in- 
force life settlement contracts contracts is characterized in that it either (a) provides a 
plurality of periodic payments during the life of an insured or (b) provides a single death 
benefit on the life of an insured, and is selected so that the insured is not a beneficiary 
of the pension plan (Col. 2, lines 45-68 to Col. 3, line 15), and is selected so that the 
remaining life expectancy of the insured is within a predetermined limit (See Col. 2, lines 
45-68 to Col .3, line 15). 

Halley does not explicitly disclose that the method having calculating by the 
pension plan or having calculated, by means of an apparatus, a total value of the 
pension plan assets inclusive of the interest in the selected set of current, in-force life 
settlement contracts so acquired, to thereby convert a value of the assets of the pension 
plan used to acquire the interest in the selected set of current, in-force life settlement 
contracts into an actuarial present value of the interest in the selected set of current, in- 
force life settlement contracts. 

However, this feature is known in the art, as evidenced by Banks. In particular, 
Banks suggests calculating by the pension plan or having calculated, by means of an 
apparatus, a total value of the pension plan assets inclusive of the interest in the 
selected set of current, in-force life settlement contracts so acquired, to thereby convert 
a value of the assets of the pension plan used to acquire the interest in the selected set 
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of current, in-force life settlement contracts into an actuarial present value of the interest 
in the selected set of current, in-force life settlement contracts. (See Banks, Page2, 
Paragraph 0021; Page 4, Paragraph 0034; Page 5, Paragraphs 0042-0043). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the feature of Banks within the system of Halley with the 
motivation of providing employer, employees, plan actuary, investment manager, etc., 
with valuable information regarding the financial status of the plan (See Banks, Page 3, 
Paragraph 0024). 

Halley and Banks disclose all the limitations above. The combination does not 
explicitly disclose maintaining by the pension plan or having maintained the 
enforceability of the selected set of current, in-force life settlement contracts and 
processing or having processed death benefits arising from the life settlement contracts. 

However, this feature is known in the art, as evidenced by Koresko. In particular, 
Banks suggests Koresko suggests maintaining by the pension plan or having 
maintained the enforceability of the selected set of current, in-force life settlement 
contracts and processing or having processed death benefits arising from the life 
settlement contracts (See Koresko, Page 6, Paragraphs 0088-0091 ; Page 7, 
Paragraphs 0108-0113). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the feature of Koresko within the collective teachings of Baks 
and Halley with the motivation of creating a defined benefit pension plan funded using at 
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least one of life insurance contracts and annuity contracts (See Koresko, Page 2, 
Paragraph 0020). 

(B) As per claim 2, Banks discloses a method wherein each of the one or more life 
settlement contracts is characterized in that it provides a single death benefit on the life 
of an insured (See Banks, Page 2, Paragraph 0021). 

(C) As per claim 3, Banks discloses a method wherein the remaining life expectancy 
of the insured under the life settlement contracts is no more than 20 years (Page 6, 
Paragraph 0047). 

(D) As per claim 4, Banks discloses a method wherein the remaining life expectancy 
of the insured under the life settlement contracts is no more than 15 years (Page 6, 
Paragraph 0047). 

(E) As per claim 23, Koresko discloses the method wherein the investing step 
comprises in an ownership in a pool of current, in-force life settlement contracts (Page 
6, Paragraphs 0088-0091; Page 7, Paragraphs 0108-0113). 

(F) As per claim 24, Koresko discloses the method wherein the pool of current, in- 
force life settlement contracts are life settlement contracts obtained and made available 
for acquisition by a third party and wherein the third party maintains or has maintained 
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the enforceability of the selected set of current, in force life settlement contracts and 
processes or has processed death benefits arising from the life settlement contracts 
(See Koresko, Page 6, Paragraphs 0088-0091 ; Page 7, Paragraphs 0108-0113). 

(G) As per claim 25, Koresko discloses the method comprising: setting a selection 
criterion for the selected set of current, in-force life settlement contracts that there will 
be no relative concentration of dollar value amount attributable to a single insurer or 
carrier (See Koresko, Page 10, Paragraphs 0142-0146). 

(H) As per claim 26, Koresko discloses the method further comprising: administering 
the pension plan on an approximately regular basis to perform the investing and 
calculating steps to thereby reduce an unfunded actuarial accrued liability (UAL) and/or 
reduce any corresponding UAL amortization (See Koresko, Page 7, Paragraphs 0092- 
0093). 

Response to Arguments 

5. Applicant's arguments filed on 2/29/08 with respect to claims 1-4 and 23-26 have 
been fully considered but they are not persuasive. 

(A) At pages 4-9 of the 4/1 3/07 response, Applicant argues that the features in the 
2/29/08 amendment are not taught or suggested by the applied references. 

In response, all of the limitations which Applicant disputes as missing in the 
applied references, including the features newly added in the 2/29/08 amendment, have 
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been fully addressed by the Examiner as either being fully disclosed or obvious in view 
the teachings of Halley, Banks and/or Koresko based on the logic and sound scientific 
reasoning of one ordinarily skilled in the art at the time of the invention, as detailed in 
the remarks and explanations given in the preceding sections of the present Office 
Action and in the prior Office Action, and incorporated herein. One cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 
1 981 ); In re Merck & Co., 800 F.2d 1 091 , 231 USPQ 375 (Fed. Cir. 1 986). 

In addition, the test for obviousness is not whether the features of a secondary 
reference may be bodily incorporated into the structure of the primary reference; nor is it 
that the claimed invention must be expressly suggested in any one or all of the 
references. Rather, the test is what the combined teachings of the references would 
have suggested to those of ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981). 

Conclusion 

6 The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The cited but not the applied art teaches system and method for 
implementing and administering lender-owned credit life insurance policies (5,907,828). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vanel Frenel whose telephone number is 571-272-6769. 
The examiner can normally be reached on 6:30am-5:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matthew S. Gart can be reached on 571-272-3955. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



A/anel Frenel/ 
Examiner, Art Unit 3687 
March 31, 2008 



